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DETAILED ACTION 
Claim Rejections - 35 (JSC § 103 

1. The following Is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

3. Claims 1, 2, 6, 8, 9, 13, 14, 18, 20-21, 25-27, 30-32, and 35-64 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Smith et al (U.S. Patent No. 
5,930,257) in view of Applicant Admitted Prior Art (AAPA) 

Regarding claims 1, 2, 13, 14, 25, 26, 30, and 31, Smith et al (Smith) discloses a 
method for routing a call across a first ATM network (an ATM network 407 in FIG. 4 
connected to port 201 in FIG. 2, see col. 4. lines 22-42), toward a second ATM network 
(the second ATM network is connected to one of ports 202-207 in FIG. 2 is not clearly 
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shown, but it would have been obvious to one having ordinary kill In the art to connect a 
second ATM network to a port 202 in FIG. 2, see col. 2, lines 63-65), the call having an 
associated signaling message (an Ethernet packet generated by Ethernet 410, see col. 
5, line 31) specifying a destination address (an destination network address, col. 5, line 
19 and used as network-level address as in claim 10) of the second network, the 
method comprising the steps of: 

translating the destination address into a local address (VC1), the VC1 is a 
address format of the first ATM network and is assigned as a local address by ATM IF 
of Ethernet 410 (an resolution server as in claim 13) when the destination address is 
another network, see col. 4, lines 56-64); 

repacking the signaling message with the local address as a routing address (the 
Ethernet packet is segmented into ATM cells with the VC1 address, see col. 5, lines 31- 
39); 

routing the call through the first ATM network using the local address; and 
repacking the signaling message with the destination address as the routing 
address (ATM interface 425 reassembles the cells with VC1 into the Ethernet packet 
having the destination address and Routing engine 430 handles the destination address 
as the routing address to forward the call to the second network, see col. 5, lines 15- 
23). 

However, Smith does not explicitly teach that the second ATM network has a 
address format different from the address format of the first ATM network. 
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The AAAP (Specification page 1, lines 5-20), ATM networks having different 
address formats are used in the private and public networks. Those of skill in the art 
would have been motivated by the AAAP to connect the second ATM network that has 
an address format different from the first ATM network such that the two ATM networks 
having different address formats could communicate each other as long as associated 
ATM interfaces are provided. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
incorporate the second ATM network into the system of Smith, 

Regarding claims 6 and 18, Smith does not explicitly teach the conversion 
algorithm to obtain the local address, but a process (an algorithm) for the translation of 
the destination address is inherently required. 

Regarding claim 8, 20, 27, and 32, Smith further discloses that the destination 
address transparently across the first network (col. 5, lines 31-37). 

Regarding claims 9 and 21, refer to claims 1 and 13, Smith teaches that a 
destination address (the destination address is inherently required in the Ethernet 
protocol and used as a user-level address as in claim 10) in the Ethernet packet header 
specifies an end system beyond second network, i.e., destination of end system 
(terminal) of a LAN network connected to the second ATM network. 

Regarding claims 35, 45, and 55, refer to the discussion for claim 1 . The steps of 
storing the destination address and associating the call with the stored destination 
address are inherently required in Smith, because the system uses the method of 
packet segmentation and reassembling. 
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Regarding claims 36, 46, and 56, refer to claim 35. The destination address is 
stored (pushed) into a memory (a stack). 

Regarding claims 37, 47, and 57, it is obvious to one having ordinary skill in the 
art to use LIFO (a last in first out stack) or FIFO (a first in first out stack) based on the 
order of writing/reading into/from the memory. 

Regarding claims 38, 43, 48, 53, 58, and 63, it is inherently required to remove or 
popping (erase or read-out) the destination address from the memory when the 
destination address in the memory is not in further use. 

Regarding claims 39, 49, and 59, refer to claims 1, 35 and 38. 

Regarding claims 40, 50, and 60, refer to claim 8. 

Regarding claims 41 , 51 , and 61 , refer to claim 1 , a third ATM net work is not 
clearly shown, but it is obvious to one having ordinary skill in the art to connect the third 
ATM network that is connected to a port 203 in FIG. 2, (see col. 2, lines 63-65), wherein 
an additional local address in the address format of the third ATM network is 
determined. 

Regarding claims 42, 52, and 62, Smith further teaches that the port 203 (same 
structure of port 201 in FIG. 4) is processing the steps of the repacking and routing as 
recited in claim (col. 5, lines 15-23). 

Regarding claims 44, 54, and 64, Smith further teaches that the step of 
translating occurs at the egress side of the first network (at ATM IF). 
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Allowable Subject Matter 

4. Claims 3, 4. 11, 12, 15, 16, 23, 24, 28, 29, 33, and 34 are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. 

5. The following is a statement of reasons for the indication of allowable subject 
matter. 

The prior art of record fails to teach the step of querying the address translation 
database populated with the address interface identifier pair to obtain the local address 
as recited in claims 3, 4, 15, and 16. 

The prior art of record further fails to teach the step (means) of inserting the local 
address into the first signaling message parameter as recite in claims 1 1 , 23, and 28. 

Response to Arguments 

6. Applicant's arguments filed 07/20/2005 have been fully considered but they are 
not persuasive. 

Applicant argues that Smith et al is not a proper prior art reference to cite against 
the claims of the present application, because "at the time the invention claimed in the 
present application was made, the subject matter disclosed in Smith et al. was subject 
to obligation of assignment to the predecessor of current assignee Nortel Networks 
Limited". 
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Examiner disagrees. In accordance with the record of Patent Assignment, the 
Patent of Smith et al was assigned to Nortel Networks Limited on 12/23/1999 and the 
present application has an effective filing date of December 1 , 1997, i.e., at the time the 
invention claimed in the present application (12/01/1997), the subject matter disclosed 
in Smith et al was not subject to an obligation of assignment to current assignee Nortel 
network limited. 

Therefore, Smith et al is a proper prior art reference, because the subject matter 
and the claimed invention were, at the time the claimed invention was made, not 
owned bv the same person or not subject to an obligation of assignment to the 
same person. 

For the reasons discussed above, examiner believes that the claim rejection is 
proper. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a), 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Soon D. Hyun whose telephone number is 571-272- 
3121. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chau T. Nguyen can be reached on 571-272-3126. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





S. Hyun 
09/29/2005 
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SUPERVISORY PATENT EXAMINER 
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